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Applicant argues that all the claims recite a rounded edge, which is the intersection 
between the tissue protecting region and the energy application region, and that the tissue 
protection region is sloped away from the thin leading edge, producing a thicker region that lifts 
vulnerable tissues. Applicant also asserts that the electrode 14 of Lax et al ('242) is "elongate" 
and thus cannot read on the claimed subject matter. The examiner must respectfully disagree. 
Firstly the examiner notes that while the claims refer to a "rounded edge intersection" between 
"the tissue protecting region and the energy application region" this "round edge intersection" 
cannot be, as applicant appears to be arguing, construed as the boundary between, e.g. the 
electrode and the insulating layer of the device, as no illustrated or otherwise disclosed 
embodiment of the device shows such a configuration (see Figures 6, 12, and 15-28 of the 
originally filed disclosure), thus this structure must be construed simply as the leading edge of 
the device which represents the transition between two surfaces. Given this, it is the examiner's 
view that at least the embodiments of Figures 9, 10, and 14 of the Lax et al ('242) reference 
show a configuration as claimed. Taking the embodiment of Figure 14 as an example, the 
intersection of the flat face of the device, which contains the exposed face of the electrode, "the 
energy application region", and the shaft of the device the, "tissue protection region", is circular 
and therefore a "round edge intersection" as claimed. Similarly, the edge 46 and the hood 50 of 
the embodiment shown in Figures 10 and 1 1 are also clearly rounded in cross-section. As 
already pointed out, such rounded structures are "thin" at the distalmost point thereof and 
become thicker in cross-section at more proximal points. Clearly the structures such as the hood 
and the insulating portion of Figures 10 and 1 1, and the wedge shaped structure depicted in 
Figures 14 and 15 are "sloped" and will thus "lift vulnerable tissues away from the site of energy 
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application" in the same way as the device of applicant does, if the device of the reference is 
used in the manner argued by applicant, with respect to the apparatus claims to which the 
reference is applied. At least the embodiment illustrated in Figures 14 and 15 can be considered 
"wedge-shaped", similarly, at least the embodiment illustrated in Figures 10 and 1 1 can be 
considered "dome-shaped". 

Turning now to the Underwood et al ('640) reference, applicant argues that the non- 
active portion of the Underwood et al ( 5 640) device "is flat and does not slope" (emphasis 
omitted). The examiner must disagree. While the examiner must first note that myriad 
interpretations of the claims and the Underwood et al ('640) enable the reference to be read on 
the claims, the examiner will focus on the interpretation already discussed. A portion of Figure 
28 is reproduced below: 



\ 7 




Undeniably, as is evident from the Figure, and accented by the vertical and horizontal arrows, the 
feature of the device which is indicated by indicia 521 ("insulating side" see column 32, line 17) 
is thicker at the portion nearer to the horizontal arrow than at the portion further from the 
horizontal arrow, thus clearly this region "slopes" as claimed. Further there is clearly a rounded 
portion (see the diagonally oriented arrow in the reproduced portion of Figure 28 above). The 
figure also includes an electrode (element 416). Thus the device clearly reads upon the claims, 
to the extent that the claims read upon the device as disclosed in the originally filed disclosure. 
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The remainder of applicants arguments, concerning the lifting that occurs are confusing to the 
examiner, but appear to be asserting that the non-active portion, i.e. element 521 in Figure 28 of 
Underwood et al ('640), which is opposite the energy application electrode 416, would lift the 
tissue towards, rather than away from, the site of energy application. The logical mechanism by 
which applicant reaches this conclusion escapes the examiner and the examiner respectfully 
requests that applicant explain more fully the manner in which this believed to occur. 

To summarize, since the instant application is a continuation of the parent case, which 
nowhere recites that the edge of the electrode (optical fiber output, etc) extends to the rounded 
leading edge of the device forming the tissue protecting region and in fact only illustrates such 
electrodes (optical fiber outputs, etc) as not extending to any edge of the energy application head, 
the term "energy application region" must be interpreted to include non-energy transmitting 
portions of the device (contrary to what applicant seems to be arguing). Since the energy 
application region must be so defined, the curved portions of the various insulators taught in both 
the Lax et al ('242) and Underwood et al ('640) references can fairly be said to read on the 
rounded edge intersection recited in the claims. And since the electrode portions of these devices 
are situated on surfaces of the insulators which are opposite other exposed surfaces of the 
insulators and which insulators are of varying width, the other exposed surfaces of the insulators 
constitute tissue protection regions as claimed. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-23 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Lax et al 

('242). 
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The claims read on the device as set forth above. 

Claims 1, 2, 4-13, 16, 17, 20, 21, 24, and 25 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Underwood et al ('640). 

The claims read on the device as set forth above. 

Applicant's arguments filed August 27, 2007 have been fully considered but they are not 
persuasive. The arguments are not persuasive for the reasons set forth above. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Friday from 6:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II, can be reached on Monday, Tuesday, Wednesday, Thursday, and 



Application/Control Number: 10/722,685 



Page 6 



Art Unit: 3700 

Friday. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




DAVID M. SHAY 
PRIMARY EXAMINER 
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